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DETAILED ACTION 

Election/Restrictions 
This application is a 371 of PCT/US04/08541. 

The preliminary amendment filed on October 4, 2006 amending claims 1, 25, 29, 32-34, 
37, 40, 42, 44, 46, 48-49, 51-52, 72, 82-83, 86-87, 89, 91, 94, 96, 103, 110, 114, 124, 129, 160, 
162, 166, 169-170, 172-180, 182, 184-185, 189-191, 207, 209, 213, 216-217, canceling claims 2- 
24, 26-28, 30-31, 35-36, 38-39, 41, 43, 45, 47, 50, 53-71, 73-81, 84-85, 88, 90, 92-93, 95, 97- 

102, 104-109, 111-113, 115-123, 125-128, 130-159, 161, 163-165, 167-168, 171, 181, 183, 186, 
188, 192-206, 208, 210-212, 214-215, and 218 has been entered. 

Claims 1, 25, 29, 32-34, 37, 40, 42, 44, 46, 48-49, 51-52, 72, 82-83, 86-87, 89, 91, 94, 96, 

103, 110, 114, 124, 129, 160, 162, 166, 169-170, 172-180, 182, 184-185, 189-191, 207, 209, 
213, 216-217 are currently pending in the instant application. 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions, which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group, I claim(s) 1, 25, 29, 32-34, 37, 103, 216, drawn to an isolated polynucleotide encoding a 
polypeptide with a glucosidase activity or encoding a chimeric polypeptide having glucosidase 
activity, an amplification primer pair for amplifying a gene encoding said polypeptide having 
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glucosidase activity, a probe, a vector or expression cassette or a cloning vehicle, a transformed 
host cell, and a method for producing said polypeptide. 

Group, n claims 42 and 44, drawn to a transgenic plant or seed comprising a gene encoding 
polypeptide having glucosidase activity. 

Group, in claim(s) 46, drawn to an antisense oligonucleotide comprising a nucleic acid sequence 
complementary to the sequences of claim 1 . 

Group, IV claims 48, drawn to a method of inhibiting the translation of a glucosidase message in 
a cell by administering antisense oligonucleotide molecule. 

Group, V claim(s) 49, drawn to a double stranded inhibitory RNA (RNAi) molecule. 
Group, VI claims 51, drawn to a method of inhibiting the expression of glucosidase protein in 
cells. 

Group, VII claim(s) 52, 72, 82, 83, 86, 166, 191, 209, 213, drawn to a recombinant polypeptide 
with a glucosidase activity or a protein preparation or a homodimer or a heterodimer 
polypeptide, a chimeric protein, a composition, a pharmaceutical composition or a detergent 
composition. 

Group, Vin claim(s) 89, drawn to an array comprising the immobilized polypeptide. 

Group, IX claims 91, drawn to an isolated or recombinant antibody that specifically binds to the 

polypeptide of claim 52. 

Group, X claims 94, 172, drawn to a food, a feed, a food supplement or a feed supplement 
comprising the polypeptide of claim 52. 

Group, XI claim(s) 96, drawn to an edible enzyme delivery matrix comprising the polypeptide of 
claim 52. 
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Group, XII claim(s) 110, drawn to a method for identifying a modulator of a glucosidase activity. 
Group, Xm claim(s) 1 14, drawn to a computer system comprising a processor and a data storage 
device, wherein said data storage device has stored thereon a polypeptide sequence or nucleic 
acid sequence of claims 1 or 52. 

Group, XIV claim(s) 124, drawn to a method for isolating or recovering a nucleic acid encoding 
a polypeptide with a glucosidase activity. 

Group, XV claims 129, drawn to a method of generating a variant of a nucleic acid molecule 
encoding a polypeptide with a glucosidase activity. 

Group, XVI claim(s) 160, 170, drawn to a method for hydrolyzing a starch by using polypeptide 
of claim 52. 

Group, XVn claims 162, drawn to a method for liquefying or removing a starch from a 
composition by using the polypeptide of claim 52. 

Group, XVm claim(s) 169, drawn to a method for washing an object by using the polypeptide of 
claim 52. 

Group, XIX claim(s) 173, drawn to a composition comprising starch and polypeptide of claim 
52. 

Group, XX claims 174, drawn to a textile comprising the polypeptide of claim 52. 
Group, XXI claims 175, a method for textile desizing by using polypeptide of claim 52. 
Group, XXn claim(s) 176, drawn to a paper or paper product or paper pulp comprising the 
polypeptide of claim 52. 

Group, XXni claim(s) 177, drawn to a method for deinking of paper or fibers by using the 
polypeptide of claim 52. 
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Group, XXIV claim(s) 178, drawn to a method for treatment of lignocellulosic fibers by using 
polypeptide claim 52. 

Group, XXV claim(s) 179, drawn to a high maltose or glucose liquid or syrup by using the 
polypeptide of claim 52. 

Group, XXVI claims 180, drawn to a method producing high-maltose or high-glucose syrup by 
using the polypeptide of claim 52. 

Group, XXVn claim(s) 182, drawn to a method for improving the flow of starch containing 
fluids by using the polypeptide of claim 52. 

Group, XXVni claims 184, drawn to an anti-staling composition comprising the polypeptide of 
claim 52. 

Group, XXIX claim(s) 185, drawn to a method for preventing staling of a baked product by 
using the polypeptide of claim 52. 

Group, XXX claim(s) 187, drawn to a method for using glucosidase in brewing or alcohol 
production. 

Group, XXXI claims 189-190, drawn to an alcoholic beverage including beer. 

Group, XXXH claims 207, drawn to an isolated or recombinant signal sequence. 

Group, XXXni claims 217, drawn to an oral care product comprising the polypeptide of claim 

52. 

For each inventions I-XXXHI above, restriction to one of the following is also required 
under 35 U.S.C. 121 and 372. Therefore, election is required of one of inventions I-XXXm and 
one of inventions (A) - (L). 

(A), protein of SEQ ID NO: 2 or a nucleic acid encoding SEQ ID NO: 2. 
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(B) . protein of SEQ ID NO: 4 or a nucleic acid encoding SEQ ID NO: 4. 

(C) . protein of SEQ ID NO: 6 or a nucleic acid encoding SEQ ID NO: 6. 

(D) . protein of SEQ ID NO: 8 or a nucleic acid encoding SEQ ID NO: 8. 

(E) . protein of SEQ ID NO: 10 or a nucleic acid encoding SEQ ID NO: 10. 

(F) . protein of SEQ ID NO: 12 or a nucleic acid encoding SEQ ID NO: 12. 

(G) . protein of SEQ ID NO: 14 or a nucleic acid encoding SEQ ID NO: 14. 

(H) . protein of SEQ ID NO: 16 or a nucleic acid encoding SEQ ID NO: 16. 

(I) , protein of SEQ ID NO: 18 or a nucleic acid encoding SEQ ID NO: 18. 
(J), protein of SEQ ID NO: 20 or a nucleic acid encoding SEQ ID NO: 20. 
(K). protein of SEQ ID NO: 22 or a nucleic acid encoding SEQ ID NO: 22. . 
(L). protein of SEQ ID NO: 24 or a nucleic acid encoding SEQ ID NO: 24. 

2. The inventions listed as Groups I - XXXDI do not relate to a single general inventive 
concept under PCX Rule 13.1 because, under PCX Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Xhe polynucleotide encoding 
a polypeptide glucosidase of Group I, polypeptide glucosidase of Group Vn, transgenic plant of 
Group n, antisense nucleic acid of Group HI, RNAi of Group V, array of Group VIII, antibody 
of Group IX, food or feed of Group X, matrix of Group XI, computer system of Group Xin, 
composition comprising starch of Group XIX, textile of group XX, paper of Group XXII, syrup 
of Group XXin, anti-staling composition of Group XXVin, alcoholic beverage of Group XXXI, 
signal sequence of Group XXXn and oral acre product of Group XXXIII are each unrelated and 
chemically distinct entities. Xhe only shared technical feature of these groups is that they all 
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relate to polynucleotide encoding a polypeptide glucosidase or polypeptide glucosidase. 
However, this shared technical feature is not a "special technical feature" as defined by PCX 
Rule 13.2 as it does not define a contribution over the art. A polynucleotide encoding 
polypeptide glucosidase is known in the art (US PGPUB 2006/0294620, publication 12/28/2006, 
claim priority of US provisional application 60/423, 626, filed on 10/31/2002), which is 100% 
identical to SEQ ID NO: 1 and 2 of the instant application (see sequence alignment). Similarly, a 
polypeptide having alpha glucosidase activity is known in the art (GrenBank Accession No. 
NP_637823; alpha glucosidase, created on 5/28/2002), which is 80% identical to SEQ ID NO: 2 
of the instant application (see sequence alignment). Thus, a polynucleotide encoding polypeptide 
glucosidase or polypeptide having glucosidase activity does not make contribution over the prior 
art and lack unity of invention. 

3. The antibody of Group IX does not share any "special technical feature" with Group I as 
the polynucleotides of Group I are neither made nor used by the antibody of Groups IX. 

4. The array of Group Vin does not share any "special technical feature" with Group I as 
the polynucleotides of Group I are neither made nor used by the array of Groups Vin. 

5. The food or feed of Group X does not share any "special technical feature" with Group I 
as the polynucleotides of Group I are neither made nor used by the food or feed of Groups X. 

6. The matrix of Group XI does not share any "special technical feature" with Group I as 
the polynucleotides of Group I are neither made nor used by the matrix of Groups XI. 

7. The syrup of Group XXV does not share any "special technical feature" with Group I as 
the polynucleotides of Group I are neither made nor used by the syrup of Groups XXV. 
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8. The composition comprising starch and polypeptide of Group XIX does not share any 
"special technical feature" with Group I as the polynucleotides of Group I are neither made nor 
used by the composition of Group XIX. 

9. The textile of Group XX does not share any "special technical feature" with Group I as 
the polynucleotides of Group I are neither made nor used by the textile of Groups XX. 

10. The paper of Group XXn does not share any "special technical feature" with Group I as 
the polynucleotides of Group I are neither made nor used by the paper of Groups XXn. 

11. The anti-staling composition of Group XXVni does not share any "special technical 
feature" with Group I as the polynucleotides of Group I are neither made nor used by the anti- 
staling of Groups XXVni 

12. The alcoholic beverage of Group XXXI does not share any "special technical feature" 
with Group I as the polynucleotides of Group I are neither made nor used by the alcoholic 
beverage of Groups XXXI. 

13. The signal sequence of Group XXXU does not share any "special technical feature" with 
Group I as the polynucleotides of Group I are neither made nor used by the signal sequence of 
Groups XXXn. 

14. The oral care product of Group XXXDI does not share any "special technical feature" 
with Group I as the polynucleotides of Group I are neither made nor used by the oral care 
product of Groups XXXin. 

15. A transgenic plant of Group n does not share any "special technical feature" with Group 
Vn as the polypeptide of Group VII and transgenic plant of Group n are independent and 
distinct. 
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16. A method of inhibition of translation of Groups IV and VI, does not share any "special 
technical feature" with Group VU as the polypeptide of Group VII is neither made nor used by 
the methods of inhibition of Group IV and VI. 

17. A method of isolating nucleic acid of Group XIV, does not share any "special technical 
feature" with Group VII as the polypeptide of Group VII is neither made nor used by the method 
of Group XIV. 

18. A method of generating of variant of Groups XV, does not share any "special technical 
feature" with Group VII as the polypeptide of Group VII is neither made nor used by the method 
of Group XV. 

19. A method of identifying of modulator of glucosidase of Group XII does not share any 
"special technical feature" with Group I as the polynucleotides of Group I are neither made nor 
used by the method of Group Xn. 

20. A method of washing an object of Group XVni does not share any "special technical 
feature" with Group I as the polynucleotides of Group I are neither made nor used by the method 
of Group XVm. 

21. A method of textile desizing of Group XXI does not share any "special technical feature" 
with Group I as the polynucleotides of Group I are neither made nor used by the method of 
Group XXI. 

22. A method of deinking of paper of Group XXni does not share any "special technical 
feature" with Group I as the polynucleotides of Group I are neither made nor used by the method 
of Group XXffl. 
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23. A method of treatment of lignocellulosic fiber of Group XXIV does not share any 
"special technical feature" with Group I as the polynucleotides of Group I are neither made nor 
used by the method of Group XXIV. 

24. A method of producing high maltose syrup of Group XXVI does not share any "special 
technical feature" with Group I as the polynucleotides of Group I are neither made nor used by 
the method of Group XXVI. 

25. A method of improving the flow of starch containing fluid of Group XXVQ does not 
share any "special technical feature" with Group I as the polynucleotides of Group I are neither 
made nor used by the method of Group XXVII. 

26. A method of preventing staling of baked product of Group XXIX does not share any 
"special technical feature" with Group I as the polynucleotides of Group I are neither made nor 
used by the method of Group XXIX. 

27. A method of producing alcohol of Group XXX does not share any "special technical 
feature" with Group I as the polynucleotides of Group I are neither made nor used by the method 
of Group XXX. 

28. The methods of Groups IV, VI, XH, XIV-XVIH, XXI, XXIH-XXIV, XXVI-XXVII, and 
XXIX-XXX do not have unity of invention with each other as each methods comprises 
unrelated steps and use different products, and produce different effects. 

29. The different nucleotides encoding proteins of Group (A)-(N), which are polypeptides 
having glucosidase activity, do not have special technical feature among each other because they 
all represent structurally different polypeptides and polynucleotide encoding them. As mentioned 
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above, a DNA encoding a polypeptide is known in the art and does not make contribution over 
the prior art. Therefore, they all lack special technical feature. 

37 CFR 1.475 does not provide for multiple products and/or methods within a single 
application. Therefore, inventions of Group I - XXXIII lack unity of invention. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and a product claim is subsequently found 
allowable, withdrawn process claims that depend from or otherwise include all the limitations of 
the allowable product claim will be rejoined in accordance with the provisions of MPEP § 
821.04. Process claims that depend from or otherwise include all the limitations of the 
patentable product will be entered as a matter of right if the amendment is presented prior to 
final rejection or allowance, whichever is earlier. Amendments submitted after final rejection 
are governed by 37 CFR 1.1 16; amendments submitted after allowance are governed by 37 CFR 
1.312. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be ftiUy 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103, and 112. Until an elected product claim is found allowable, an otherwise proper restriction 
requirement between product claims and process claims may be maintained. Withdrawn process 
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claims that are not commensurate in scope with an allowed product claim will not be rejoined. 
See "Guidance on Treatment of Product and Process Claims in light of In re OcMai, In re 
Brouwer and 35 U.S.C. § 103(b);' 1184 O.G. 86 (March 26, 1996). Additionally, in order to 
retain the right to rejoinder in accordance with the above policy. Applicant is advised that the 
process claims should be amended during prosecution either to maintain dependency on the 
product claims or to otherwise include the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Iqbal Chowdhury whose telephone number is 571-272-8137. The 
examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapu Achutamurthy can be reached on 703-272-0928. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Iqbal H. Chowdhury, Ph.D., Patent Examiner 
Art Unit 1652 (Recombinant enzymes) 
Rm. REM 2B69, Mail Box- 2C70 
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>ref |NP 637823.11 Q alpha-glucosidase [Xanthomonas campestris pv. campestris 
str. 

ATCC 33913] 

reflYP 242728.11 alpha-glucosidase [Xanthomonas campestris pv. campestris str. 
8004] ~ 

gb I AAM41747.il alpha-glucosidase [Xanthomonas campestris pv. campestris str. 
ATCC 33913] 

gb I AAY48708.il alpha-glucosidase [Xanthomonas campestris pv. campestris str. 
8004] 

Length=538 
GENE ID: 998232 aglA I protein coding 

[Xanthomonas campestris pv. campestris str. ATCC 33913] 
(10 or fewer PubMed linJcs) 

Score = 917 bits (2371), Expect = 0.0 

Identities = 428/534 (80%), Positives = 468/534 (87%), Gaps = 0/534 (0%) 
Frame = +1 

MSQTPWWRGAVIYQIYPRSFLDANGDGVGDLPGIIDRLEYVAALGVDAIWVSPFFTSPMA 276 
MSQTPWWRGAVIYQIYPRSFLD+NGDGVGDLPGII +L+Y+A LGVDAIW+SPFF SPMA 
MSQT PWWRGAVI YQI Y PRS FLDSNGDGVGDLPGI I AKLDY I AGLGVDAI WI S PFFKS PMA 6 0 

DFGYDIADHRDVDPLFGTLADFDRLLAKAHALGLKVMIDQVFSHTSIDHAWFRESRQDRT 456 
DFGYDIAD+R VDPLFG+L DFDRLL KAH LGLKVMIDQV SH+SI H WF+ESRQDR+ 
DFGYDIADYRAVDPLFGSLVDFDRLLEKAHGLGLKVMIDQVLSHSSIAHWFQESRQDRS 120 

NPK7\DWYVWADPREDGTPPNNWMSIFGGVAWQWEPRREQYFLHNFLADQPDLDFHNPAVQ 636 
NPKADWYWADPREDGTPPNNW-t-S+FGGVAWQWEPRREQY+LHNFL DQPDL+FHN VQ 
NPKADWYVWADPREDGTPPNNWLSLFGGVAWQWEPRREQYYLHNFLVDQPDLNFHNAEVQ 180 

QATLDYVRFWLDRGVDGFRLDSINFCFHDAQLRDNPAKPLEKRVGRGFSADNPYAYQYHY 816 
QATLD VRFWLDRGVDGFRLD+INFCFHDAQLRDNPAKP +KRVGRGFSADNPYAYQYHY 
QATLDNVRFWLDRGVDGFRLDAINFCFHDAQLRDNPAKPADKRVGRGFSADNPYAYQYHY 240 

YNNTQPENIGFIERLRGLLDEYPGTVSLGEISAEDSLATTAEYTAPGRLHMGYSFELLVK 996 
+NNTQPEN+ F+ERLRGLLD YP VSLGEIS+EDSLATTAEYTA GRLHMGYSFELLV+ 
FNNTQPENLAFLERLRGLLDLYPNAVSLGEISSEDSLATTAEYTAQGRLHMGYSFELLVQ 300 

DFSAGY IRDTVSRLEATMTEGWPCWAI SNHDVERAVTRWGGHPARPRLARMLVALLCS LR 1176 
D+SA YIRDTVSRLEATM EGWPCWAISNHDV RAVTRWGG A P ARM+VALLCSLR 
DYSAAY IRDTVSRLEATMLEGWPCWAI SNHDWRAVTRWGGAHAT PAFARMWALLCS LR 360 

GSICLYQGEELGLGEADVPFEALQDPYGITFWPNFKGRDGCRTPMPWIDAPLAGFTSGEP 1356 
GSICLYQGEELGL EA+V FE LQDPYGITFWP FKGRDGCRTPMPW DAP AGFTSG+P 
GSICLYQGEELGLSEAEVAFEDLQDPYGITFWPTFKGRDGCRTPMPWTDAPSAGFTSGKP 420 

WLPIPAEHRAAAVAVQEHDPHSVLNAFRQFLAWRRTMPTLLVGDIVFLQTAEPVLMFERR 1536 
WLP+ A HRAAAV+VQ+ D HSVL+A R FLAWR+ MP L GIF TAEPVLMF R 
WLPLAASHRAAAVSVQQDDAHSVLSAVRDFLAWRKEMPALREGSIAFYDTAEPVLMFRRE 480 

HAGETLLLAFNLAADTARVALPAGSWQPMHVPGPDVGQADGGTLVLPAQSMYCA 1698 
HAG+ +LLAFNL+AD A +ALPAG W+ + VPG ++G DGG L L ++ A 
HAGQVVLLAFNLSADPADLALPAGEWEQVDVPGVELGAMDGGHLRLAGHAWAA 534 
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